REMARKS 



'Hie foregoing amendment is to impart greater clarit>' to the claims rather than to 
avoid prior art. 

Applicants respectfully request reconsideration of this application as amended. 
Claims 1-33 are pending in the application. Claims 1-32 are rejected. Claims 1 and 33 
are amended. 

The Office Action rejects Claims 1-32 for nonstatutory obviousness type double 
patenting over U.S. Patent No. 7,085,795, Applicant respectfully disagrees that all 
claims in the present application are obvious in view of the instant patented claims. 
Never the less, a terminal disclaimer with regard to the above referenced patents is 
attached herewith as a separate paper. 

Re jections under 35 U.S.C. 101 

Claims 1-16 ai^d IS-21 are rejected under 35 U.S.C. 101, as allegedly being 
directed to non-statutory subject matter, Tlie Examiner states tliat the method, process or 
system set forth by Claims 1-16 and 18-21 does not produce a tangible result because it is 
not a real-world result. Applicant respectfully notes that the Examiner ^ves no 
controlling president or law to support his assertion. 

On the other hand, the notion of requiring a transformation or reduction of 
'subject matter' to a different state or thing was addressed by the Federal Circuit in 
Schrader. In Schrader, the phrase 'subject matter' was determined not to be limited to 
tan^ble articles or objects, but includes intangible subject matter, such as data or signals, 
representative of or constituting physical activity or objects. In re Schrader, 22 F.3d at 
295, 30 USPQ2D 1455 at 1459 (Fed. Cir. 1994). 
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Tht Federal Circuit clarified tlie meaning of the term 'subject matter' m Schrader 

(Id at 295 n.l2) and corrected a misconception that would require changes to a physical 

object, stating that (emphasis added): 

l*iofes^Oi Robinson cites to Coc/iume fot the above definition but 
mexpiicabK speaks m terms of changes to a physical ^ objecf while 
( \jchram' spcaki. m tcim>> of ch<jiigcs to "sul>iect niatCer " The di<>UnctJon is 
significant. In the Tekphom Cme/i, 126 U.S. 1 (1887), the Court, upheld the 
validity of a ciaim directed to a method for transmiUing speech by impressing 
acoustic \ ibiations lepiesenJatix t; ol' speech onto electfsc.^! ssgnais if tht;ie 
uas a icqiiucniem that a phx s.^al olyni be Uanslbimcd ot reduced the tiann 
uouUi not ha\c bet'ti pait\n^ble Ihe ^.\>kh uas uvognvcd In nyj predfcessor 

[T\iQ CcLliniffi: pasba^Cj has Mi n^hiLcs ow^^r nibtun^uucd as a iule~ oi 
'definition' requinng that aii ptoce>j>e$ , to be patentable, rnu&i. operate 
physically upon substMces . Such a result misapprehends the nature of the 
passage " Id at 1 403, 1 63 tJSPQ at 549, modifiing on rehearing. 4 1 5 F 2d 
at 1 "^87-88. 1 ^9 USPQ >83 ^^92 <CCP \ 1 9h8), x.u' hi re A fusinave 4"? 1 
h 2d S82, 892, 1^"^ TSi'O 280 :s^> (( C P \ ibus il is appaicnl thai 

changes to uUangihk' subject matter repiesentatn e of or cont>inutmg ph> Mcai 
activity or objects are included in the detmition . See lilghman v. Proctor. 102 
U.S. 707, 728 (1881); Cormngv. Burdmi 56 U.S. (15 How.) 252 (1854). 

Vfi analssib of Oic .rstar: vla-srs ajus^^ be peifcnscd sn ouki lo mal^c- a 

determination of whether the subject matter is statutory' Such anaK sis shouid correlate 

each claim element with corresponding structures, materials or acts set foitli in the 

specification. 

The Federal Circuit has directed that, "The person of ordinary skill in the art is 
deemed to read the ciaim term not only in the context of the paiticular claim in which the 
disputed term appears, but in the context of the entire patent, including the specification." 
PMiiips V. A WHCorp., 415 FJdat 1313. 

In the context of the entire patent, including the specification, the claims are 
directed to transform coding techniques, which are popular for compression and 
decompression of audio, images and video (e.g. seep. 2, pars, 4-5 of the specification). 
Therefore, in tlie context of tlie entire patent, the claims set forth a transformation or 
reduction of subject matter, i.e. audio, images and video data, which is representative of 
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or constitutes physical activity or objects. Thus Claims 1-16 and lS-21 are directed to 
statiitoTy subject matter. 

lite Exaraiiter aiso states that Claims 1-16 and 18-21 are directed to a program 
per se, and the machijie-accessible medium set forth in the claims is insufficient. 
Applicant respectfuHy disagrees. 

Claim 1 , for example as currently amended, now sets forth: 

1 . (Currently Amended) A tangible machine-accessible medium including 
data that, when accessed by one or more machines, causes said one or more 
machines to: 

muUiply-add a tl rst line of packed byte data with a fi rst line of packed 
hanstbrm coefficients to generated a .first intermediate packed data including 
a first sujii of products and a second sum of products; and 

horizontal-add the first sum of products and the second sum of products to 
generate a .first result of a fust plurality of packed results. 

Applicant also respectfijlly submits that the claim itself need not recite a practical 
application or useful resuU where one skilled in the art would recognize that such a result 
is well known fiom an analysis of the instant claims in the context of the entire patent, 
including the specification. Such analysis should correlate each claim element with 
corresponding structures, materials or acts set forth in the specification. 

The Federal Circuit also explained itx ATS:. TCorp. v. Excel Commumcafiom, 
Im. 172 FJd 1352, 1356, 50USPQ2D 1447, 1450 (Fed. Cir. 1999) that (emphasis 
added): 

(his (.uurf KtentK po nted on* i, at in\ stup-ln-slep pTvxess Ul it eiccUvijiic, 
chenncai, oj mcduuncal msoKesan vilgontiun m the bioad sense ot the 
term See State Street Bmtk A b}ist(\> v Signature hm Cinmp !m 149 
F3d n68 r>74-7'> 47USPQ2d 1596, 1602 (Fed Cir l^^m^tert demed, 

IS n<) S Ct 8*:i (1999) Because Suction 101 includes 

pio>>.csbes di> A v.ategof \ ol patentable subject nuittci the ludiciall^ -defined 
piobcnption aLldlP^t pnenUnti of a mathcmatica' ''Li>inilun to the extent 
sutb A pn-'SLttption still exists }^ naiicmlv lim sttd to m itlK inatica! algorithms 
ill the lbs 1 I ^ I H ^ '^o l>L St > * \ ^ ^ ^s^nbmiia 
mathematical j; >' ' a^ . r Ovv>. o ^1l a gn lei upc of 

matheniiUicai problem ), 

and also explained (172 F.3d 1352 at 1357) that (emphasis added): 
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Ihe S>a/c S^/rtV foiniuiation that a mathematical algouthm mav bean 
mtegial pait ot patentable subject mattei such a machine uj piucess jfthe 
ciasmcd m\ cntion as a \shok is dpphtd in a " uscfu! juamKr iollows ihc 
dpprtVKh taken b\ ihistDurten baac fn////t' ikipp<a i > 1 iJl'^2o li 
I SI ()2d 1 "^4^ (I eJ { a 19-;4) InAiappal, we set out out uiidei sfdiidmij, ut 
the Supifint. Coutfs hmualions on the pAtentabiljt) orniaJbeniatica! subject 
ma tier and conohided that: 

{ r iie ( oust ] ne\ er intended to create an overly broad fouilh categosY 
of ImaihematKal ! sjb.ov.* mei ..\c'ndei.H\,Mii StcthMi U)1 Ratl^er 
<iX the coie ot tl?e { c ^ s ^ip \s , ^> dt.e ts r V\ ihi. (. oust lo 
cx-piam a lalhct stuughitoiudtu <.oncepl namcK, that ccrldm t\ pes ot 
mathematical subject matter, skmdmg almm, represent notfimg more 
than aHlraci ideas mtih-eiiuced to some type ofpnu ttcal 
apphcmwn, and thus that subject matter is not m and of itscif 
entitled to patent protection. 

Id at i54^ n USP02d l^t'^b temphai.i!> added) Thus the llu] ypm mq\.\\r\ 
Simph requires an c\amuut5on v)f the tontcstcd claims to_sec if the claimed 
subjett ntattei as a whole is a disembodied mathematical concept representnig 
nothing mote than a ^ law of natme ' oi an 'abstiact idea," o\ If the 

rendering it "useful." M at 1544, 31 0SFQ2d 1557. 

The person of ordinar\- skill in the art is deemed to read the claim term not only in 
the context of the particul ar cl aim in which t!ie disputed term appeal's, but in the context 
of the entire patent, including the specification. PhiUips v, AWH Corp., 415 F.3d at 1313. 

Applicarn respectfliliy submits that the claimed computation of a mu1tip!y-add of 
a first line of packed byte data widi a first line of packed transform coefficients to 
generated a first intermediate packed data including first and second sums of products 
and a horizomal-addition of these sums of products, as set forth in claim I, would not be 
treated merely as a prograrrt per se by a person of skill in the art in the context of the 
entire patent 

The instant language when correlated with the corresponding stmctiires and 
processes set forth in the specification makes it apparent to one of skill in the art that tJie 
claimed invention has a practical appHcation in the technical arts, i.e. as a useful integer 
transform coding technique for compression and decompression of audio, images and 
video. Thus Appiicant respectfully submits that Claims 1-16 and 18-21 are directed to 
statutory subject matter. 
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Applicants respectfully submit the ainended specification, the amended drawings, 
and the present ciaims for aiiowance. If the Examiner believes a telephone conference 
would expedite or assist in the allowance of the present application, the Exaininer is 
invited to call Lawrence Mennemeier at (408) 765-2194. 



Authorization is hereby given to charge our Deposit Account No. 50-0221 for any 
charges that may be due. 



Respectfully submitted, 



Date: October 12, 2007 /Lawrence M. Mennemeier/ 

Lawrence M, Mennemeier 
Reg. No. 51,003 

(N TEL CailPORA TION 
c/olNTELLEVATELLP 
P.O. Box 52050 
Minneapolis, MN 55402 
(408)765-2194 
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